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REMARKS 

In accordance with the foregoing, claims 2 and previously withdrawn claims 21-55 have 
been cancelled without prejudice or disclaimer and claims 1, 3, 5-7, 9, 10 and 15 have been 
amended. No new matter is being presented. Therefore, claims 1 and 3-20 are pending and 
reconsideration is respectfully requested. 

OBVIOUSNESS TYPE DOUBLE PATENTING: 

Claims 1 and 18 are provisionally rejected on the ground of nonstatutory obviousness- 
type double-patenting as being unpatentable over claims 1 , 7 and 35 of copending Application 
No. 10/447,201 and claims 1 and 18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double-patenting as being unpatentable over claims 1, 8, 12 and 16 of 
copending Application No. 10/630,977. Since the rejections are provisional, it is respectfully 
submitted that the rejection is premature and it is requested that the rejection be reconsidered in 
light of the claims as presented above. 

REJECTIONS UNDER 35 U.S.C. S102: 

Claims 1 and 18 are rejected under 35 U.S.C. §102(b) as being anticipated by the other 
device (Figures 1 and 2 of the instant application). However, it is noted that claim 1 has been 
amended to include subject matter of former claim 2 which was rejected as noted below. 
Accordingly, it is noted that the 102(b) rejections of claims 1 and 18 are overcome, and that the 
obviousness rejection of claim 2 must be considered at this time. To that end, the obviousness 
rejection of claim 2 is traversed. 

Briefly, it is noted that claim 1, including subject matter of former claim 2, recites a read- 
only information storage medium comprising a data area which stores user data, a lead-in area, 
a lead-out area, and a test pattern. The test pattern is formed in at least one of the lead-in area 
and the lead-out area and measures a modulation degree when data is recorded using a data 
recording modulation technique. 

In contrast, the other device includes, in the lead-in area, a control data zone 100a, a 
buffer zone 100b, and information zone 100d. The lead-in area further includes a reserved zone 
100c to store data that has not yet been determined but is added later The lead-in area, 
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however, does not include an area used to measure a modulation degree. Instead, in the 
conventional read-only information storage medium, a measurer measured a modulation degree 
directly from an eye pattern of data recorded only in a user data area. 

The Examiner, in explaining the rejection of claim 2, acknowledges that the other device 
does not show the claimed test pattern for measuring a modulation degree during a recording 
process. However, according to the Examiner, since the prior art contains the reserved zone 
100c, one of ordinary skill in the art at the time of the invention would have been motivated to 
use the reserved zone 100c to form a test pattern for measuring a modulation degree during a 
recording process as claimed. 

Applicants disagree with this analysis for at least the following reasons. First, the 
Examiner has not produced a proper prior art reference from which to support the suggestion 
that a test pattern provided in the lead-in area of the information storage medium for measuring 
a modulation degree during a recording process was in the prior art. Second, the Examiner has 
not provided evidence as to why anyone skilled in the art would have been motivated at the time 
of the invention to make the suggested modification. 

As to the first issue, it is noted that the Examiner, in acknowledging that the prior art does 
not include the claimed test pattern, relies upon the disclosure of the instant application as well 
as the scope of the claims themselves to provide the teachings of the claimed test pattern. 
However, it is well settled that the description of the embodiments of the instant application and 
the claims are not to be regarded as references within the prior art as defined in 35 U.S.C. 
§§102 and/or 103. 

Further, as to the second issue, the Examiner has not provided any motivation for the 
suggested modification except to simply conclude that the modification is obvious. The 
Examiner has not explained why it would not have been obvious to use any of the other zones 
taught by the prior art as being potential sites for the placement of the test pattern, nor has the 
Examiner explained why it would be obvious to sacrifice the space of the reserved zone. 

Since the Examiner does not rely any other references as providing the claimed test 
pattern, applicants respectfully assert that the Examiner's use of features not shown to be in the 
prior art is clear error sufficient for reconsideration and withdrawal of the rejection of former claim 
2 and now claim 1 . 
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REJECTIONS UNDER 35 U.S.C. S103: 

Claims 2-6, 9-10, and 19-20 are rejected under 35 U.S.C. §1 03(a) as being unpatentable 
over the other device. However, it is noted that the rejection of claim 2 is moot and that the 
rejection of claims 3-6, 9, 10, and 19-20 are traversed for at least the reasons set forth above. 

CONCLUSION: 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. If 
there are any formal matters remaining after this response, the Examiner is requested to 
telephone the undersigned to attend to these matters. Finally, if there are any additional fees 
associated with filing of this Amendment, please charge the same to our Deposit Account No. 
503333. 



1400 Eye Street, NW 
Suite 300 

Washington, DC 20005 
Telephone: (202) 216-9505 
Facsimile: (202)216-9510 



Respectfully submitted, 



STEIN, MCEWEN & BUI, LLP 





Howard I. Levy 
Registration No. 55,378 
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